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DETAILED ACTION 
Status of Claims 

Claims 1, 3-20 30, 32-35, 43 and 44 remain pending and are again presented for 
examination. 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1, 3-20 30, 32-35, 43 and 44 have been 
considered but are moot in view of the new ground(s) of rejection. 

2. The Finality of the previous Office Action mailed 21 December 2005 has been 
withdrawn. Applicant's submission filed on 21 February 2006 has been entered. 

3. Applicant's arguments (with respect to claims 19, 20, 34 and 35) with respect to the 
Objection for improper dependent have been considered. Objection to claims 19 and 34 have 
been withdrawn. However, claims 20 and 35 remain objected to for the following: 

A proper dependent claim shall not conceivably be infringed by anything which would not also 
infringe the basic claim. See MPEP § 608.01 (n), Section III. However, the depending claims 20 
and 35 recite "A computer system having a processor, an operating system, a memory, the 
computer system being operable to perform the steps recited in claim 1 (30)." Applying the 
infringement test, what is needed to infringe claims 20 and 25 is, for example, a computer system 
having a processor, operating system and memory that if and when executed would cause a 
computer to do the identifying, determining and summing steps. However, such a computer 
system would not infringe the method steps of claims 1 and 30 since the computer system itself 
never performs any of the active steps of identifying, determining and summing required by the 
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method. In other words, mere possession of such a computer system would infringe claims 20 
and 35, but this is not enough to infringe claims 1 and 30. As a result, claims 20 and 35 are an 
improper dependent claims. 

Claim Objections 

Claims 20 and 35 are objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or 
rewrite the claim(s) in independent form. A computer system does not actively perform the 
method steps and are therefore in improper dependent form. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claims 1, 19, 2034, and 35 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per Claim 1, the recitation "underlying services" is vague and indefinite. It is unclear 
to the Office which services the Applicant refers to when reciting "underlying services". 
Appropriate correction is required in the indicated claims and any subsequent recitations. 
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As per Claims 19 and 24 , the recitation "capable of is vague and indefinite. It is 
unclear to the Office whether the computer-readable medium performs the recited steps or not. 
Appropriate correction is required in the indicated claims and any subsequent recitations. 

As per Claims 20 and 35 , the recitation "operable of is vague and indefinite. It is 
unclear to the Office whether the computer system performs the recited steps or not. Appropriate 
correction is required in the indicated claims and any subsequent recitations. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1, 7, 8, 18-20, 30, 32, 34-35, 43 and 44 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Saari et al., U.S. Patent No. 6,338,046 Bl. 

As per Claims 1, 19 and 20 , Saari et al. discloses a method comprising: 

identifying one or more underlying services utilized to execute the computer 
transaction (Col. 2, lines 1-20); 
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- determining a monetary service providing cost associated with the one or more 
services utilized to execute the transaction, wherein determining the monetary service 
providing cost comprises, 

identifying each resource utilized to provide the one or more services, 
(Col. 2, lines 1-20); 

- assigning a portion of the monetary service providing cost of each resource to 
the computer transaction, (Col. 2, lines 1-20) and; 

- summing the monetary service providing cost for each resource to determine the 
monetary cost for the computer transaction in order to pass the monetary cost for the 
computer transaction to a user executing the computer transaction 

(Col. 7, lines 20-27). 

As per Claim 7 , Saari et al. further discloses a method wherein the determining step 
includes determining a cost for a level of quality of the one or more services utilized to execute 
the transaction (Col. 4, lines 18-35; Col. 9, lines 2-26). 

As per Claim 8 , Saari et al further discloses a method wherein the step of determining a 
cost for the quality of the service includes determining a cost for the availability of the one or 
more services (Col. 4, lines 18-35; Col. 9, lines 2-26, 46-55). 
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As per Claim 18 , Saari et al. further discloses a method wherein the determining step 
includes 

determining a cost for a level of quality of the one or more services utilized to execute the 
transaction, the method further including the step of combining the monetary service providing 
cost and the quality cost to define the monetary computer transaction cost (Col. 5, line 56 - Col. 
6, line 6). 

As per Claim 30, 34 and 35 , Saari et al. discloses a method comprising: 

- requesting, by a user process, execution of a transaction (Col. 4, lines 3-17); 

- receiving, by one or more service processes, the user process request 
(Col. 4, lines 3-17); 

- executing, by the one or more service processes, the user process request 
(Col. 4, lines 3-17); and 

- determining, by the one or more service processes, a monetary service provider cost 
associated with the execution of the transaction as a function of the services utilized 
to execute the transaction, wherein determining the monetary service provider cost 
comprises identifying each resource utilized to provide the service and assigning a 
portion of the monetary service provider cost of each resource to the computer 
transaction in order to pass the monetary service provider cost to the user executing 
the computer transaction (Col. 2, lines 1-20; Col. 7, lines 20-27). 
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As per Claim 32 , Saari et al. further discloses a method wherein the determining step 
includes 

determining a quality cost of the one or more services associated with the execution of the 
transaction (Col. 4, lines 18-35; Col. 9, lines 2-26). 

As per Claim 43 , Saari et al. discloses a method comprising: 

- identifying a fixed cost resource and attributing a portion of a total monetary service 
providing cost for the fixed cost resource to the computer transaction 

(Col. 2, lines 1-20, 32-34), and 

identifying variable cost resources and determining a portion of the variable cost 
resources required to conduct the transaction (Col. 2, lines 1-20, 32-34); and 
summing a monetary service providing cost for the fixed cost resource and a 
monetary service providing cost for the variable cost resource to determine the 
monetary cost for the computer transaction (Col. 2, lines 32-34). 

As per Claim 44 , Saari et al. further discloses a method comprising: 

- a service identification component for identifying any services necessary for 
conducting the computer transaction (Col. 1, lines 1-20; Col. 7, lines 20-27); 

- a resource identification component for identifying resources utilized in providing 
each service (Col. 1, lines 1-20; Col. 7, lines 20-27); and 

a cost assessment component for determining a monetary cost to a provider for each 
resource and determining the monetary cost for the computer transaction based on a 
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total monetary service provider cost for each utilized resource (Col. 1, lines 1-20; Col-. 
7, lines 20-27). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 3, 13 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over Saari 
et al, U.S. Patent No. 6,338,046 Bl. 

As per Claim 3 , Saari et al. discloses a method wherein equipment is a utilized resource 
and the monetary service providing cost includes an equipment. Saari et al fails to disclose 
calculating the equipment cost as a percentage of an overall equipment utilized to execute the 
transaction. However, Saari et al. discloses a charging strategy that takes into account a number 
of service factors which impact performance (Col. 4, lines 18-29). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of applicant's invention to modify the 
method Saari et al. and include calculating the equipment cost as a percentage of an overall 
percentage cost, because it allows the providing service to track which equipment are being 
utilized to impact performance. 



Application/Control Number: 09/576,686 Page 9 

Art Unit: 3639 

As per Claim 13 and 33 , Saari et al. discloses wherein the step of determining a quality 
cost includes determining an availability cost (Col. 4, lines 18-35; Col. 9, lines 2-26, 46-55). 
Saari et al. fails to disclose a method wherein the step of determining a cost for the quality of the 
service includes determining a cost of the response time of the one or more services. However, 
Saari et al. discloses other types of information can be used to characterize the performance of 
the connection information carried by the billing cell (Col. 6, lines 2-6). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of applicant's invention to 
modify the method of Saari et al. and include the cost of the response time of the one or more 
services, because it allows the providing service to charge the user for the general level of 
service which user requires (Col. 5, lines 56-64). 

10. Claims 4-6, 9-12 and 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Saari et al., U.S. Patent No. 6,338,046 Bl in view of Ginter et al., Pub. No. 
US2005/0060584 Al. 

As per Claims 4-6, 9-12 and 14-17 , Saari et al. fails to disclose a method wherein 
availability cost and response time cost include software cost, facility cost, equipment cost and 
personnel cost, wherein the costs are calculated as a percentage of an overall software cost, 
overall facility cost, overall equipment cost and an overall personnel cost. However, Ginter et al. 
teaches costs for providing services to a user include an equipment and related costs (electricity, 
personnel, maintenance, etc.) (Para. 637). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of applicant's invention to modify the method of Saari et al. 
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and include software costs, facility costs, equipment costs and personnel costs as an overall 
resource usage cost of providing the transaction to the user, because the providing service will 
charge the user according to their service class type which allows the service provider to bill the 
user according to their network resource usage (Saari et al., Col. 4, lines 31-42). 



Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested that the applicant, in preparing the responses, fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fadey S. Jabr whose telephone number is (571) 272-1516. The 
examiner can normally be reached on Mon. - Fri. 7:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Fadey S Jabr 
Examiner 
Art Unit 3639 

FSJ 



Please address mail to be delivered by the United States Postal Service (USPS) as 
follows: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(571) 273-1516 [Informal/Draft communications, labeled "PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to the Customer Service Window, Randolph Building, 401 
Dulany Street, Alexandria, VA 22314 




